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Sir: 



Applicants hereby petition to invoke the supervisory authority of the Director in the 
ku i , ctbeO ice Action dated October 28 2 > withdraw *«' t 

- . a ; v , J o a new Examiner for the reasons discussed in detail below, 
supers < o e Director s further sought in ordei o ensure th 

Patent Examiner (SPE) complies with MPEP § 707.02 relative to ensuring that any subsequent 
Office Action in this application is a non-final Action thai sets forth a proper Restriction 
Requirement based upon unity of invention that properly considers claims 34 and 35, that 
satisfies the completeness requirement of 37 C.F.R. § 1.104(c)(2) as to any prior art rejection 
dr it r v. ' - c l - i 1 s< j ee o in 

M § 707.07 i ieated rejecti 1 lakes no ejections of 
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STATEMENT OF THE FACTS 

On July 28, 2008, a Restriction Requirement was mailed that incorrectly applied the 
criteria of distinctness from MPEP § 800 instead of applying the "'unity of invention" criteria of 
MPFP •> ^ p > v. and ' ; i S5> N > >t m v n:.rce a-. s .ipphc 0, -n > i in 

ceo I u ^ s N i cation). A 

- •> <. > \ s t i ~ "> i ; n> i v > i 

the error in relying on the criteria of distinctness from MPEP § 800 instead of applying the 
"unity of invention" criteria of MPEP § 1893.03(d) and. MPDP § 1850 and electing, with 
traverse, Group 1, Claims 14, 16, 17, 20-23, 26, 27, 29 and 30 for prosecution. 

The Examiner assigned to this above-noted application then 
Office lO' dated )eecmber 24 2008 o V N *~w s / \ t.or (dated 

1 ino . o I to be clearly improper in many respects in the first response 

under 37 C.F.R. § Kill that was filed March 24, 2009. 

One such improper aspect of the above-noted initial non-final Office Action was noted to 
he It fa \ . 

2 8, 2008, based upon the traverse of this requirement included v ! he - 
2008. This first response farther noted 37 ( F.R. § 1.143 had been vit * r, epemucthe 
s d in not making the travc sed Ret i e le * s >oini was 

e s ile a petition for revie 

the Requirement under 37 C.F.R. § 1.144. 

A second Improper aspect of this December 24, 2008 initial Office Action that was noted 
v i -> v < ^ 2 eh > )ei < j g s i j ( o > - and 23 under 

c < „o . y <aj ! L <»» > » ^ §112 was improper for a variety of reasons. In this regard, 
ck of t or examples in the December 24, 2008 initial Office Action was 

noted as were the provisions of MPEP §§ 2173.01 and 2173.02 that permitted the use of 

he March 24, 2 \ standing, the 

PTO issued a final Office Action on August 6, 2009. This final Office Action was noted to he 
clearly improper at least as to the repeated Restriction Requirement in the response filed 
September 30, 2009, as well as in the Petition under 37 C.F.R. § 1.144 that was simultaneously 
filed therewith. In addition, the September 30, 2009 response noted the improper nature of the 



BIRCH, S7BWART. KOLASCH & BIRCH, LLP 



M"RG'RFC/kp 



Bade c> ; c v v -> v v c a neuts hied iv. ' ^ N ! es > > s 

October 29, 2 vison \cti n was maik t ed , s< led 

Septembe SO 2009 would be entered wit i udication of the status o etitiot filed 
September 30, 2009 or any proper consideration of the improper Restriction Requirement and the 
fai ur to answ e - the p >stanc 2 of the repeated at y urac nt& us noted ; >ove 

S e epeatet v calls to the Examiner and his Supervisor. Applicants' 

' ' v P^< 1 . ^ 1 SI ^VV 1 v. W. 

reconsidered in light of the Petition, and that the outstanding final Office Action of August 6, 

' v op a ^ . : v v. . ^ t' sed upon '"unity of invention'' w< i e N coming with 
N o ^ t i t i i v g then to d > moot 

The first replacement Office Action (dated February 3, 2010} was received hut was noted 
to he clearly improper in many respects. For example, the first replacement Action had been 
improperly made final even though it added a new ground of rejection as to claims 14, 16, 17, 
20-23, 26, 27, 29, and 30 under 35 U.S.C. § 101, which new ground of rejection, was clearly not 
necessitated by any claim amendment. This first replacement Action further completely failed to 
address the ai un I raised in the Amendments filed September 30, 2< ! ant Vlareh 24. 2009 
as to rejections being repeated in the replacement Action. A further deficiency was noted as to 
- ; 4,i dev i enlace claims 26 and 27 by the hmoi uent filed oi 

ec n item 6 of the Office \ction S 
rejected without any speci fic rejection being made in the body of the first replacement Action. 

\uo v telephone call was placed to point out errors in the first 

replacement Action of February 3, 2010, and this first replacement Action was withdrawn and 
rep c v. - i , w { j c s - [arch 4, 22 0. Wh s.ai secern 

rep i nent mi \ct i did at leas remove the improper rejection of claims 14, 16, 17, 20-23, 
26, 27, 29, and 30 under 35 U.S.C. § 101, it corrected none of the other clear Action errors noted 
above. 

^ U- w v _ > 1 \ 



i 1 ! o t 18 of 

'T*- " fo t t 1 ^ ^ .. ^ v ^ cvS ^ (. X Of 

independent claims 14-16 and IS recked an "accounting server" to receive at least "content ID" 
and •'accounting ID" to perform an accounting and to return an indication of a successful 
accounting after subtracting au appropriate amount from stored money information. 

Item 6 of the Office Action Summary (the PTOL-326 attached to the second replacement 
inal Actio* I ms 34 and 35 were 'rejected' but tfe > nent s idins a ne 

clearly foiled to meet the requirements of 37 C.F.R. § l.i()4(c}{ 2). Fo.rfhenno.re, the body of the 
se ox d repia era final Action did not set forth any spcnfo, * e t o ! s fo a \ > 
only does this violate 37 C.F.R. § ! .104(c)( 2), it also violates MPEP § 707.07(d). 

I ekh u cond re ice? ?e la! Ac f March 4, 2( was ; 

y with MPEP § 707.07 hat notes that when "the applicant traverses any 
rejection, the examiner should, if he or she repeats the rejection, take note of the applicant's 
arguirerJ < a . ce of it " (emphasis added). For example, the included rejection 

ofehnnis ! -t . 1 22 2' ad ' , vU i u o^i i idu ne v ■> > 
§ 112 repeated this rejection and the rationales offered for it (from paragraphs 7-1.3 of the Office 
* v i e 2 graphs 12-19 of the second replacement outstanding 

final Action. However, the clearly defective reasoning in repeated paragraphs 7-13 of the Office 
s oi - \ unversed in the Amendment filed March .24, 
' * ' < s. v September 30, 2009. which traversals continue to be unanswered 

even in the third replacement Final Action dated October 28, 2010, that resulted from the 
Decision on Petition dated September 9, 2010. 

Even though the Petition filed June 3, 2010, was granted as to withdrawing the second 
replacement final Action of March 4. 2010, the request that "all of the above-noted inadequacies 
are <. v e > > . v s N 

authored by the SEE whose initials (CLH) appear below the signature of the Director of 
echnolog er 3 

Bessdes the Decision dated September 9, 2010 not responding to the above-noted request 
for corrections of the previously noted inadequacies, the request for transfer to a new Examiner 



V 



was denied based upon an allegation that the last improper final Action of March 4, 2010 was in 
accordance with 37 C.F.R. § 1.104(c)(2) and MPEP § 707.07(d) and MPEP § 707(f), even 
thougi there \s,.s c clear violation or hot 5" C r II § 1 U>4 ^ ' \ ' s 5 s ~ '"A. m 
terras of the noted failure to provide any specially stated rejection of claims 34 and 35, This 
allegation is further clearly erroneous as to MPEP § ~ * in 1mA . the repetition of the 
t - ^ ^ ^ v N ^ e e 

4-7 (sections 9-19) of the March 4, 2010 Action. This repetition of the previous rejection clearly 
violated MPEP § 707(f) as it made no attempt to answer any of the arguments in the response 
sponses, that traversed this rejection. 

The present outstanding deal Action continues the above-noted unacceptable violations 
of 37 C.F.R, § 1.1.04(c)(2), M PEP §§ 707.07(d) and (f) as well as adding a violation of MPEP § 
706.07(a). In this last regard, the present outstanding final Action adds a new 35 U.S.C. § 102 
rejection of claims 34 and 35 and a new 35 U.S.C. § 103 rejection of claims 34 and 35. These 
new rejections of claims 34 and 35 were c!eai'\ f v s v*. s \r 11 v 1 s 

( i mad these n were introduced long ago. 

in addition to these above-noted clear errors, the outstanding final Action contains 
conflicting statement as to wha previous improper final Actions have 

respect, page 9, item 16, only indicates withdrawal of "the 2 previous final rejection dated 
8/6/2009 and 2/2/20107 On the other hand page 6. item 9, indicates that "the prior final office 
.icn^m h:o e t-ee . v , v> ^ which would appear to mo' that 'he last ro'ooe' final Action of 
March 4. 2010, has also been withdrawn. 

Aet.on also improperly repeats many of the errors round in 
the withdrawn previous improper final Actions. In this regard the errors in the Restriction 
Requirement noted in the response filed June 3, 2010, have been repeated. This is particularly 
!uacc< ptab > ed hh ig di canceled claims 26 and. 27 with the claims of Group I 

while claims 34 and 35 are not grouped at all. The continued inadequate consideration of all 
, . , e -seated e-*-o; m \ ^ reteo and 

! 1 s e; , v ' a 

<es \ Ci ! us b> istmg Groups I-\ as being res 

upon differences in functional Limitations. Even though a Restriction was made based upon 
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: the functional limitations can be given no patentable weight in terras of defining the 
invention," they clearly cannot be given patentable weight and specific; h -eiied upon to 
stabiish a lack of unity of "invention." 

\ , \is of the previous improper final Actions as to the improper 

ejections under the second paragraph of 35 U.S.C. § 112 and associated rationales, and violating 
jte above-noted requirements of 37 C.F.R. § 1.104(c)(2), MPEP § /06.07(a), MPEP §?07.G?(d) 
ad MPEP § 707.07(1), the present outstanding final Action further violates 37 C.F.R. § 
.104(c)(2) by failing to clearly explain the pertinence of ishiguro with regard to the rejection 
stder > s i th s regard, « len the pe i nen e o an pplied 

Mm i cc n no- . m • m it mast be " clearly explained" ( emphasis added). 

The outstanding improper final Action further presents conflicting statements as to the 
lets that have been found as to Ishiguro. For example, pages 13-14 of the present final 
^standing Action alleges that 'Ishiguro discloses ... a content reproducing device that is 
Tisciarahy arranged to read out an accounting ID identifying money information from a prepaid 
Ml." However, no such disclosure appears at the noted locations (Fig. 1 ; col. 6, lines 50-65; col. 
, I vs «• < \ c s m eireet conflict with the first full paragraph on page 

4 of the present outstanding Action, in this respect, this page 14 paragraph expressly states that 
v v u . t refoJ^ct on acs see o->us * >ac! out «n accounting ID identifying 

ioney information from a prepaid card" is not disclosed by Lshiguro . Making such conflicting 
ndings of facts is submitted to be a clear error and not the required clear explanation of the 
ertinence of ishiguro that is required by 3? C.F.R. § 1.1 04(c)(2). 



\, mi > m \ ■ ^ .>. \ * l 
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REQUEST FOR RELI EF 
n view q above statement of fac < - esen is ing xnai 

Action of October 2S, 2010, to address or correct the above noted inadequacies, Applicant 
es s tin the D rec sx se his supervisory authority to provide relief h\ at 
Kctlon of October 28, 2010, be withdrawn and 
that ail of the above no tec \ction inadequacies arc corrected in m asm . ; Xction 
I t thermore, ii I gl o the: a» i£ ous errors associate t s >n Requi emeni the 

i " iii u't!) ^< ^ s > \ s e 

,>m 'i j <. plication, transfer of this application to a new Examiner is 

also respectfully requested. 

hi addition:, whether or not this Application is transferred to a new Examiner, Applicant 
respectfully requests that the Director exercise his supervisory authority to instruct the SPE of 

\ at 368 < MP P § 707.02 and carefully study an> v Oh,u 

Actions to insure that they properly present any unity of invention requirement in a non-ima! 
Action and that all pending claims and only pending claims are treated. In addition, it is 
requested that the SPE he directed to carefully review any subsequent Actions for completeness 
under 37 C.F.R. § 1.1.04(c)(2) as well as to insure that the substance of applicant's arguments is 
answered as required by MPEP § 707.07(f) and that the requirements of MPEP § 707.07(d) as to 
the contents of any rejection that is presented are followed. Any subsequent Action should 

ui i let be .ev ie* c at to on >ii ince % it i MPEP $ 706 07(a s 

j i It- "A w, "hum 1 s ippKahon ot ure * * f s 

have \v v v s -i ol Xrt Unit 3685 o autho - s. j e.stoi dated 

§c s v. v < c c e because the correc hereq ested 

n<.dcv\ w. ' v. X • ' ' * cud* .»sed. in addition, the request that the SPE 

be instructed to fully comply with MPEP § 707.02, not the Examiner, was not properly treated in 
the decision. It is respectfully submitted that as this Petition again requests that supervisory 
authority be exercised over the SPE of Art Unit 3685, the delegation oft is pc lion Ons SIM 
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CONCLUSION 

etor is hereby authorized in this, con 
■se pendenq >f the above-identil 
No. 02-2448. 

Respectfully sue 



By j^L:::J::i:l-:I^ 

M a 
Registration No 3°>4v 

BIRCH, STEWART. KOLASCH & BIRCH, LLP 
8110 Gatehouse Road, Suite 1 00 East 
P.O. Box 747 

Falls Church, VA 22040-0747 
703-205-8000 



